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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of the invention of Group I, claims 1, 3-5 and 
19, and further election without traverse of species H in the reply filed on 4/30/2008 is 
acknowledged. Applicant's argument regarding the correct description of the elected 
species is convincing. The elected species is "aliphatic acids or esters of aliphatic acids 
and alcohols." Claims 6-18 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. 

Claim Rejections - 35 USC § 101 

35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 19 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 1 9 provides for the use of the powder composition of Claim 1 , but, since 
the claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-5 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ikeda et al (US 2002/01 17278) in view of Tadokoro et al (6599392), Nievandt et al 
(US 2004/0171719) and Reynolds et al (3212962) and as evidenced by "Characteristic 
of Raw Starch", Nippon Starch Chemical Co., LTD. 

Ikeda et al discloses a composition for internal addition prior to papermaking that 
improves the bulky value and strength, the composition comprising a compound (A) 
having a lyotropic degree of not less than 4%, and a water-soluble compound (B) (Abs; 
p 1 , pars 5 & 6). In some embodiments, (A) is an ester of a polyhydric alcohol and a 
fatty acid (p 3, par 46) and the water-soluble polymer (B) is a cationic starch (a water- 
soluble saccharide or a polymer having at least one cationic group) (p 5, pars 80-81 ). 
Compound (A) is the claimed hydrophobic organic compound. The composition 
preferably contains a nonionic, anonic, cationic or amphoteric surfactant ( C), which 
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improves the emulsification and/or dispersion of (A), thus is an emulsifying or dispersing 
agent (p 5, par 84; p 6, par 98). The cationic and amphoteric surfactants have at least 
one cationic group. Other additives that can be added prior to papermaking include 
sizing agent, filler, retention aid, drainage aid, paper-strength additive and the like (p 6, 
par 105). 

Ikeda et al does not disclose a powder composition or an average particle 
diameter. 

Tadokoro et al discloses a paper bulking promoter that is an ester of a polyhydric 
alcohol and a fatty acid (Abs; col 1 , lines 55-59). The compound can be in solid form, 
which is pulverized prior to adding it to a papermaking process (powder composition). If 
necessary, a nonionic, anionic, cationic and polymeric surfactant is used as an 
emulsifier or dispersant (col 3, lines 50-57). Other additives that can be added at the 
time of papermaking are sizing agent, starch and latex, filler, yield improver, drainage 
aid and paper strength additive (col 4, lines 21-24). 

Nievandt et al discloses a starch composition in dry form as an additive in a 
papermaking furnish (Abs; p 1 , par 12). The dry starch composition can also comprise 
a polymer containing anionic groups or potential anionic groups, inorganic colloids and 
other typical additives, such as sizing agents, wet and dry strength additives, cationic 
polymers, aluminum compounds, additional starches, etc (pp 2-3, pars 25-27). The dry 
mixture can be prepared, transported and stored as a dry mixture and combined with 
water or a liquid prior to use. 
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Reynolds et al discloses a sizing composition for addition to a cellulose fiber 
papermaking suspension, the composition comprising cationic vinyl polymers and a 
water-soluble cationic starch (col 1, lines 10-65; col 2, lines 11-14). The composition 
can be made into a particulate, free flowing, dry blend that can be transported or stored 
for long periods of time without deterioration. Reynolds teaches that the starch normally 
exists in a dry powder of fine particle size and it is preferred that the polymer be ground 
to approximately the same particle size to form a blend that does not undergo 
classification due to vibrations during shipment (col 3, lines 36-51). Raw starch comes 
in particle sizes from about 4 to 100 microns (see "Characteristic of Raw Starch", 
Nippon Starch Chemical Co., LTD., if evidence is needed). 

The art of Ikeda et al, Tadokoro et al, Nievandt et al, Reynolds et al and the 
instant invention is analogous as pertaining to mixtures of papermaking additives and 
dry mixtures thereof. Ikeda et al teaches the ingredients of the composition as claimed. 
Tadokoro et al teaches that the bulking promoter can be in dry powdered form. 
Nievandt et al and Reynolds et al teach that it is well known to form mixtures of various 
wet end papermaking additives as powders. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to make the claimed dry mixture 
having the claimed particle size as the composition of Ikeda et al in view of Tadokoro et 
al, Nievandt et al and Reynolds et al to provide a product that can be transported 
without classification and that can be stored for long periods of time without 
deterioration. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DENNIS CORDRAY whose telephone number is 
(571)272-8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dennis Cordray/ 
Examiner, Art Unit 1791 

/Jose A Fortuna/ 

Primary Examiner, Art Unit 1791 



